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Application/Control Number 09/737,912 
Art Unit 3625 

DETAILED ACTION 

1. This Office Action is the answer to the Appeal Brief 
submitted on 6/18/2004. This paper has been placed of 
record. 

2. Claims 1-29 were pending in this application. Claims 
9-10 are cancelled. 

Response to the Appeal Brief : 

3. Better grounds of rejection are advised in the Appeal 
Conf. 10/07/04 because the claimed subject matter does not 
overcome Small (US Pat. 5,513,117); therefore, the 
applicants' arguments are moot. The Appeal Conferees advise 
to reopen prosecution. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate 

paragraphs of 35 U.S.C. § 102 that form the basis for the 

rejections under this section made in this Office action: 
A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in 
this or a foreign country or in public use or on sale in this country, 
more than one year prior to the date of application for patent in the 
United States. 

4. Claim 17-28 are rejected under 35 U.S.C. § 102(b) as 
being anticipate by Small (US Pat. 5,513,117). 

A. As to independent claim 17 : Small teaches a computer 
network system for enabling a sender having access to a 
server of an online seller to order and have delivered 
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directly to a recipient a customised greeting message 
having a negotiable payment instrument included (see Small, 
Fig. 4, and Fig, 11 ref. 180) ;, comprising: 

(a) means for selecting a graphic image for inclusion in 
the message (see Small, Fig. 7 ref. 106); 

(b) means for specifying customised text for inclusion in 
the message (see Small, Fig. 7 ref. 106); 

(c) means for specifying a payee for the negotiable payment 
instrument (see Small, Fig. 7 ref. 122); 

■(d) means for selecting the monetary value of the 
negotiable payment instrument (see Small, Fig. 7 refs. 113- 
114) ; 

(e) means for specifying billing information for the 
message and the negotiable instrument, wherein the billing 
information includes a financial institution of the sender 
(see Small, Fig. 7 ref. 121, and Fig. 4 ref. 66); 

(f) means for requesting billing authorization from the 
financial institution of the sender (see Small, Fig. 7 ref. 
104, and Fig 11 ref. 181) 

(g, ) means for printing the message and negotiable payment 
instrument (see Small, Fig. 4 ref. 54; and Fig. 6 ref. 83); 
and 

(h) means for mailing the message and negotiable payment 
instrument to the recipient (see Small, Fig. 6 ref. 83). 
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B. As to claim 18 : Small teaches a system according to 
claim 17, further comprising means for displaying a data 
entry form to the sender over a computer network, the form 
having a plurality of data entry fields for displaying the 
graphic, the customized text, and the monetary value of the 
negotiable payment instrument (see Small, Fig. 11 ref. 180, 
and Fig. 13, ref. 71). 

E. As to claims 20-21 : Small teaches a system according to 
claim 2Q, wherein the graphic image and customized text are 
pre-selected based on the occasion (see Small, Fig. 12 ref. 
71 wherein different occasions can be selected to send in 
advance) . 

F. As to dependent claims 19, 22 : Small teaches a system 
according to claim 21, wherein the graphic image and 
customized text are modifiable by the sender (see Small, 
Fig. 11 ref. 180) . 

G. As to dependent claim 23 : Small teaches a system 
according to claim 17, further comprising means for 
displaying a preview of the printed message and the 
negotiable payment instrument to the sender (see Small, 
Figs. 1, 11, 13 - this is an inherent feature of Small's 
computer before pressing a button on a keyboard to 
execute/distribute a greeting message and a negotiable 
instrument . 
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H. As to dependent claim 24 : Small teaches a system 
according to claim 17. 

Small teaches a means for enabling the sender to 
specify a delivery date for the message and negotiable 
payment instrument - that means in a keyboard (see Small, 
Fig. 2 ref . 11) . 

I, As to dependent claim 25 : Small teaches a system 
according to claim 17, wherein the recipient and the payee 
are the same (see Small, Fig. 11 ref. 180, and 181 wherein 
Connie's father is a recipient and a payee) . 

J. As to dependent claim 26 : Small teaches a system 
according to claim 17, wherein the recipient and the payee 
are different; i.e., a baby as a recipient and a mother as 
a payee. 

K. As to dependent claims 27-28 : Small teaches a system 
according to claim 17, wherein the negotiable payment 
instrument is remove ably attached to the message (see 
Small, Fig. 10 ref. 174). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office Action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains . Patentability shall not be 
negatived by the manner in which the invention was made. 
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5. Claims 17-28 are system claims; they are analyzed 
below. Method claims 1-8, and 11-16, 29 contain analogous 
features of claims 17-28; therefore, similar rationales & 
references for (claims 1-8, 11-16, 29) rejections on 35 USC 
103(a) are applied. 

6. Re. to claims 27-28, 15-16 : They are rejected under 
35 U.S.C. § 103(a) as being unpatentable over Small (US 
Pat. 5,513,117), in view of Susan M Landry's TMA Journal 
article. 

The rationales and reference (s) for 35 USC 102(b) 
rejection of claim 27 are incorporated. 

Small does not expressly disclose that the message and 
the negotiable payment instrument are printed and remove 
ably attached on the same paper form. 

However, in an article about the same subject matter, 
Landry teaches the echeck is removeably attached in an e- 
mail birthday greeting (see Landry, page 5, para. 6) . 

It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to combine 
Small's disclosure and Landry's suggestion to clearly 
disclose that a message and a negotiable payment instrument 
are printed and removeably attached on the same paper form 



5 



Application/Control Number 09/737,912 
Art Unit 3625 

for convenience in distributing both documents at the same 
time, and easy to tear-off from perforation- lines . 

7. Regarding claims 1, 6-7 : They are method claims that 
contain equivalent features/steps of using an apparatus of 
claim 17; therefore, they are rejected on 35 USC 103(a) 
with similar rationales and references set forth (please 
note that a limitation of claim 7 states: * enabling a 
sender to select the recipient from an 'address book listing 
available recipients" is merely a decision to make by 
looking up a database - this action is obviously performed 
in claim 19) . 

8. Regarding claim 2 : It is a method claim that contains 
equivalent f eatures/steps of using an apparatus of claim 
20; therefore, it is rejected on 35 USC 103(a) with similar 
rationales and references set forth (please note that claim 
20 sufficiently mentions 2 limitations of selecting by a 
sender, and present a gift based on a selected occasion) . 

9. Regarding claim 3 : It contains steps that describing a 
use of an apparatus in claims 17-18; therefore, it is 
rejected on 35 USC 103(a) with similar rationales and 
references set forth. 

10. Regarding claim 8 : It contains features that are 
equivalent to a use of an apparatus of claim 22 (merely 
able to edit information) ; therefore, they are rejected on 
35 USC 103(a) with similar rationales and references set 
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forth. 

11. Regarding claim 4 : It contains features that are 
equivalent to a use of an apparatus of claim 19 (merely 
able to edit information) ; therefore, they are rejected on 
35 USC 103(a) with similar rationales and references set 
forth. 

12. Regarding claim 11 : It contains features that are 
equivalent to a use of an apparatus of claim 23; therefore, 
they are rejected on 35 USC 103(a) with similar rationales 
and references set forth. 

13. Regarding claim 12 : It contains features that are 
equivalent to a use of an apparatus of claim 19; therefore, 
they are rejected on 35 USC 103(a) with similar rationales 
and references set forth. 

14. Regarding claim 13 : It contains features that are 
equivalent to apparatus claim 25; therefore, it is rejected 
on 35 USC 103(a) with similar rationales and references set 
forth. 

15. Regarding claim 5, 14 : They contain features that are 
equivalent to a use of an apparatus of claim 26; therefore, 
they are rejected on 35, USC 103(a) with similar rationales 
and references .set forth. 

16. Regarding claim 15 : It contains features that are 
equivalent to a use of an apparatus of claim 27; therefore, 
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they are rejected on 35 USC 103(a) with similar rationales 
and references set forth. 

17. Regarding claim 16 : It contains features that are 
equivalent to a use of an apparatus of cl&im 28; therefore, 
they are rejected on 35 USC 103(a) with similar rationales 
and references set forth. 

18. Regarding new claim 29 : It is a method claim that 
contain equivalent features in rejected claims 17, and 24; 
therefore, it is sufficiently rejected on 35 USC 103(a) 
with a combination of similar rationales and references set 
forth. 

Conclusion 

19. Claims 1-8, 11-29 are not patentable. 

20 . Related references : 

A. West, (US Pat. 6,011,833 filed 8/11/1998) for a 
talking bouquet that sufficiently similar to the claimed 
invention, the differences are no authentication/validate 
the giving amount of money, and no use of Internet 
(however, these missing factors were old and well-known to 
be obvious in combination with West in achieving claimed 
results) . 

B. Simpson, (US Pat. 6,453,300 filed 8/19/1999) for a 
personalized greeting card with electronic storage media 
and method of personalizing same that sufficiently similar 
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to the claimed invention, the differences are no 
authentication/ validate the giving amount of money 
(however, this missing factor was old and well-known to be 
obvious in combination with West in achieving claimed 
results) . 

21. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
CUONG H. NGUYEN whose number is 703-305-4553. The examiner 
can normally be reached on 7am-330 pm. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's acting supervisor, Thomas G. 
Black can be reached on 703-305-8233. The fax phone number 
for the organization where this application or proceeding 
is assigned is 703-305-7687. 

Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed 
to the receptionist whose telephone number is 703-308-1113. 




CUONG H. NGUYEN 
Primary Examiner 
Art Unit 3661 
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